TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL
This is an appeal fromthe final rejection of clains
1 through 19, all the clains pending in the application.
Claims 1, 8 and 19 are illustrative of the subject matter

on appeal and are attached as an appendi x to this decision.

! Application for patent filed Cctober 7, 1991.
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The references relied on by the exam ner are:

Ohtani et al. (Onhtani) 5, 043, 451 Aug. 27, 1991
Jones et al. (Jones) 5,077, 309 Dec. 31, 1991
Msra et al. (Msra) 5, 100, 889 Mar. 31, 1992

Clains 1 through 18 stand rejected under 35 U. S.C. § 103
as being unpatentable over Msra in view of Chtani.
Clains 1 through 19 stand rejected under 35 U. S.C. § 103
as bei ng unpatentable over Msra in view of Jones.?
We have carefully considered the respective positions of
t he appellants and the exam ner and find ourselves in substantial
agreenent with that of the appellants. Accordingly, we reverse
both rejections for the reasons set forth in the Brief.
According to the exam ner
The cl ai ned conpounds differ solely fromthose of
Msra in the specific cyclic moiety R-CCGR,
bridging the two clainms. Msra has a 7-oxa
bi cycl oheptyl noiety. The clains recite nunerous

rings including bornane, norbornane, bicyclooctane
and cycl oal kyl. The secondary references, in

2 \W note that the Answer contains a typographical error in
the statenment of the rejection. Answer, p. 2. The exam ner has
i nadvertently stated that clains 1-9 are rejected over Msra in
vi ew of Jones, rather than clainms 1-19. However, it is apparent
fromthe final Ofice action (Paper No. 6) that the exam ner
intends the rejection to include all the clains. It is also
apparent fromtheir Brief, that the appellants understood the
rejection to enconpass all the clains. Brief, pp. 1 and 3.
Accordi ngly, for purposes of this appeal, we have consi dered the
i ssues as they apply to clains 1-19.
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anal ogous conpounds teach nunmerous ring system
[sic, systens] including that of Msra and the
clainms. It would be [sic, would have been]
obvious to one skilled [sic, one of ordinary
skill] inthe art to substitute the ring system of
Msra with one of the prior art and obtain the
desired results {Answer, para. bridging pp. 2-3].
W find the exam ner’s position untenable.

As we understand the rejection, the examner is urging that
the R-C-C R, noiety of the clainmed conpound is nerely a “bridge”
and, therefore, its presence does not affect the biological
properties of the conmpound. However, in review ng the
references, we do not find any teachings with respect to the
referenced noiety acting a “bridge,” nor have any such teachi ngs
been pointed out by the examner. Thus, it is difficult for us
to discern on what basis the exam ner reached his concl usion.
Accordingly, on this record, we find that the exam ner has not
established, through the use of factual evidence, or sound
scientific reasoning, that the conbined Iimtations would have
been obvious to one of ordinary skill in the art at the tine
the application was filed. A conclusion of obviousness nust be
based on facts, and not unsupported generalities. 1In re Freed,

425 F.2d 785, 788, 165 USPQ 570, 572 (CCPA 1970); In re Warner

379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA 1967).
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The decision of the exam ner i s reversed.

REVERSED

M CHAEL SOFOCLEQUS
Adm ni strative Patent Judge

JOHN D. SM TH
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

JOAN ELLI S
Adm ni strative Patent Judge
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